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Filed : June 21, 2001 abd m i| ?005 

Title : AUDIO SIGNAL PROCESSING "~ ® 

Mail Stop Amendment 

Hon. Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

RESPONSE A TO PFfi TRICTION REQ UIREMENT 
Dear Commissioner: 

Responsive to the office action dated March 3, 2005, application owner provisionally 
elects claims 1-27, 36-41 and 46-54 in group I should the requirement for restriction be 
mauitamed and provisionally elects species I disclosed in FIG. 3A and at least claims 1-6, 8, 9 
11, 12-23, 26, 27, 46-49 and 54 readable thereon should the requirement for restriction'be 
maintamed and no generic claim is finally held to be allowable. 

The requirement for restriction is respectfully traversed. 

35 U.S.C. §121 reads, "If two or more independent and distinct inventions are claimed in 
one application, the Commissioner may require the application to be restricted to one of the 
invents." Thus, restriction is proper only if the inventions are "independent and distinct " 
M.P.E.P. headed 802.01, "Meaning of 'Independent', 'Distinct' reads as follows: 

INDEPENDENT 

Tlie term "independent" (i.e., not dependent) means that there is no disclosed 
relauonship between the two or more subjects disclosed, that is, mey ^ 
unconnected in design, operation or effect, for example, (1) species under a genus 
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which species are not usable together as disclosed or (2) process and an™™*,* 
incapable of being used in practicing the process. ^ P roc <*s and apparatus 

DISTINCT 

The term "cfcstinct" means that two or more subjects as disclosed are related for 
example as combination and part (subcombination) thereof, proc^an h22iS 
for its practice, process and product made, etc., but are caS TofTSe 
manufacture, use or sale as claimed, AND ARE PATFmTm % 7 
unobvious) OVER EACH OTHER th^h^ 

because of the prior art). It will be noted that in this defmition the tZ r£££ 

THe Examiner has not shown that the claims in each group "ARE PATENTABLE (novel and 
unobvious) OVER EACH OTHER." Should the requirement for restriction be made final, the 
Examiner is respectfully requested to rule that the claims in each Group "ARE PATENTABLE 
(novel and unobvious) OVER EACH OTHER." 

The Examiner has made no showing whatsoever (hat foe inventions are INDEPENDENT. 
M.P.E.P. 803 provides, "If the search and examination of an entire application can be made without 
serious burden, me examiner must examine ft on the merits, even though it includes claims to 
distinct or independent inventions." 

And M.P.E.P. 803.01 provides, "IT STILL REMAINS IMPORTANT FROM THE 
STANDPOINT OF THE PUBLIC INTEREST THAT NO REQUIREMENTS BE MADE WHICH 
MIGHT RESULT IN THE ISSUANCE OF TWO PATENTS FOR THE SAME INVENTION. 

Manifestly, search and examination of the entire application can be made without serious 
burden because prior art related to the method for processing audio signals m Group I must be 
searched in connection with examining the method for processing audio signals in Group II and 
the method for processing an audio signal in Group HI, and there are only ezght claims in Group 
II and only four claims in Group in. 
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The Court of Customs and Patent Appeals has also recognized that "independent and distinct- 
means "independent and distinct." /„ re Weber, 198 US J>Q. 328 (C.C.P.A. 1978); In re Haas 198 
U.S.P.Q. 334, 336 (CC.P.A. 1 978). 

In a decision dated June 23, 1977, on a petition filed June 13, 1977, Group 1210 Director 
Alfred L. Leavitt in granting the petition to withdraw the requirement for restriction said: 

Current Office policy is not to require restriction between related inventions when 

burden is invo,ved in ^ * f aif drrinTsTS 

And in a decision dated 3 December 1993 on a petition filed March 12, 1993, Group 1 100 
Deputy Director John Doyle said: 

rmenitav^l 011 ^ ^ d between (I)method for epitaxial deposition and 
TOepitax,alI y deposited product (Paper No. 4). However, the examiner faiLto 

are distinc . The claimed mventions must be independent or distinct, and the 

Further, me field of search for the alleged distinct inventions is seen \n 
coextensive, hence, no serious burden is seen to be mcurreTby ^LntoS* of 5 
pending claims. MPEP 803 under "Criteria V«r v^tX^"*^. * 
DistincTlhventions". °* Restnctlon Betwee n Patentably 

The Petition is GRANTED. 

That all the claims are related as subcombinations usable together in a sin gl e combination 
has nothing to do with the requirements of establishing that the groups are both independent and 
distinct and that search and examination of the entire application cannot be made without serious 
burden. That the inventions are related precludes a ruling that the groups are independent and 
distinct for each of Groups JJ and HI is related to elected Group I. 

Manifestly, search and examination of the entire application can be made without serious 
burden because prior art related to the claims in Group I are likely to disclose subject matter 
which must be searched in connection with examining claims in each of the related groups. 
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Accordingly, it is respectfully requested that the requirement for restriction be withdrawn. If the 
requirement for restriction is repeated, the Examiner is respectfully requested to rule that the 
cW in each group are PATENTABLE (novel and unobvious) over each other and explain why 
all the claims cannot be examined without serious burden. 

No fee is believed to be due. However, the Commissioner is respectfully requested to 
charge any fees to Deposit Account No. 06-1050, Order No. 02103-413001. 


Respectfully submitted, 
FISH & RICHARDSON P.C. 


Date: 



Charles Hieken 
Reg. No. 18,411 

Fish & Richardson P.C. f ° r A PP Iication Owner 

225 Franklin Street 
Boston, MA 021 10-2804 
Telephone: (617)542-5070 
Facsimile: (617)542-8906 

2lO0OM5.doc 


PAGE 5/5 * RCVD AT 4/1/2005 4:46:06 PM [Eastern Standard Time] * SVR:USPT0-EFXRF-1/4 * DNIS:8729306 * CSID:6175428906 * DURATION (mm-ss):01-34 


